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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 43-71, which are all of the clains pending in
this application. W have jurisdiction pursuant to 35 U S.C

§ 134.
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BACKGROUND

Appel lants' invention relates to a nmethod for casting a film
conprising a honopol yner of syndiotactic propylene. An
under st anding of the invention can be derived froma readi ng of
exenpl ary i ndependent claim 43!, which is reproduced bel ow.

43. A nethod conpri si ng:
casting a filmconprising a honopol yner of

syndi otactic propylene (sPP) at a filmline speed of

from about 35 to about 200 feet per m nute.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Shamshoum et al . (Shanmshoun) 6, 245, 857 Jun. 12, 2001

! There are two cl ai ns nunbered as claim43, an independent
claim and an inproper dependent claim (the claimdepends from
the sane nunbered claim. It is clear fromthe brief (see, e.g.,
page 2) and answer (page 2) that the subject appeal is from
rejections that include all of appellants’ pending clains,

i ncl udi ng both cl ai ms nunbered as claim43, wherein both clains
are referred to in reciting claim43 therein. In this decision
we shall differentiate between the two clains nunbered as claim
43 by enploying the terns “independent claim43" and “dependent
claim43", as necessary. Wiere we refer to claim43 wthout
speci fying whether it is the independent claim43 or dependent
claim43, we are referring to both clainms nunbered as claim43.
Upon return of the application to the Technol ogy Center,
corrective action to renunber the clains should be undertaken
prior to final disposition of this application.
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Clains 43, 44, 48, 52, 53, 56, 64 and 66-71 stand rejected
under 35 U.S.C. 8§ 102(b) as being unpatentabl e over Shanshoum
Clainms 45-47, 49-51, 54, 55, 57-63 and 65 stand rejected under
35 U.S.C. §8 103(a) as being unpatentable over Shanshoum

We refer to the briefs and to the answer for a conplete
exposition of the opposing viewoints expressed by appellants and
t he exam ner concerning the issues before us on this appeal.

CPI NI ON

Havi ng carefully consi dered each of appellants’ argunents
as set forth in the brief and reply brief, appellants have not
persuaded us of reversible error on the part of the exam ner.
Accordingly, we will affirmthe exam ner’s rejections? for
substantially the reasons set forth by the examner in the

answer. W add the follow ng for enphasis.

2 W note that a separate rejection of claimb54 under the
second paragraph of 35 U S.C. 8 112 as set forth in the final
action is not before us for review. The exam ner vacated
(withdrew) that rejection as set forth in ItemNo. 3 at page 2 of
the answer. As another matter, we note that the cover page and
second sheet (first page nunber 2) of the final office action as
captured in the electronic file record of this application
apparently relates to another application. Correction of the
file record is required prior to final disposition of this
application in the Technol ogy Center.
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8 102(b) Rejection

At the outset, we note that appellants generally argue the
clains subject to this ground of rejection as a group, with
remarks (see, e.g., reply brief, page 2) that are asserted to
have particular application to product claim71. Thus, we sel ect
i ndependent claim43 as representative of the rejected nethod
clains 43, 44, 48, 52, 53, 56, 64 and 66-70. W treat product
claim 71 separately to the extent separately argued in the
briefs.

“To anticipate a claim a prior art reference nust disclose
every limtation of the clainmed invention, either explicitly or

inherently.” In re Schreiber, 128 F.3d 1473, 1477, 44 USPQd

1429, 1431 (Fed. Cr. 1997); accord daxo Inc. v. Novopharm Ltd.

52 F. 3d 1043, 1047, 34 USPQR2d 1565, 1567 (Fed. Cir. 1995).
Anticipation under this section is a factual determ nation. See

In re Baxter Travenol Labs., 952 F.2d 388, 390, 21 USPQ2d 1281,

1283 (Fed. Cir. 1991) (citing In re Bond, 910 F.2d 831, 833, 15
USPQ2d 1566, 1567 (Fed. Cir. 1990). In the case before us, we
agree with the exam ner’s determ nation that Shanmshoum di scl oses,
ei ther expressly or inherently, every Iimtation of the clained

i nventi on.
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Starting with representative independent claim43, we note
that the clainmed nethod requires casting a filmat a filmline
speed of from about 35 to about 200 feet per m nute wherein the
filmconprises a honopol ynmer of syndiotactic propyl ene (sPP)
Appel  ants do not dispute that Shanmshoum di scl oses a net hod of
casting a filmat a filmline speed corresponding to that
clainmed. Nor do appellants dispute the exam ner’s determ nation
t hat Shanshoum di scl oses that the filmcan incorporate or include
a honopol yner of sPP. See, e.g., the description of Exanples 1
and 2 at colums 3 and 4 of Shanshoum

Rat her, appellants maintain that their clainmed invention is
limted to casting an sPP film*®“in which the magjority of the
pol yol efin conposition is syndiotactic polypropyl ene” as w dely
recogni zed in the art (brief, page 3). |In contrast, appellants
assert that the use of a small anobunt (.01 to about 30 % of sPP
inthe filmthat is cast in Shanshoum does not anount to a
majority of the polyolefin conposition thereof. Thus, appellants
contend that Shanshoumis directed to highly isotactic
pol ypropyl ene (iPP) films rather than the clained sPP film
casting or product that is required by the appeal ed cl ai ns.

We do not find that argunent persuasive. Representative

i ndependent claim43 enploys the transitional phrase “conprising”
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in describing one of the materials (sPP) that the filmis
required to include w thout specifying any particul ar requirenent
for a m ni mum percentage, by weight, for the recited sPP film
conponent. The normal usage of the transitional term
“conprising” in patent applications and clains is well understood
as leaving the so clained subject natter open to the inclusion of

ot her non-recited el enents or steps. See Vehicular Techs. v.

Titan Wieel Int’l, Inc., 212 F.3d 1377, 1383, 54 USPQ2d 1841,

1845 (Fed. Cir. 2000). Appellants refer to paragraphs 0011 and
0014 of their application specification in arguing for a narrower
interpretation of the clainmed subject matter. However, there is
no special definition for the transitional term “conprising” that
we can find in those portions of appellants’ specification that
ai ds appellants claiminterpretation argunent. |ndeed, other

par agraphs (such as, paragraphs 0021 and 0022) of appellants’
speci fication undercut appellants’ contention in that the
particul ar enbodi nents disclosed in the specification were
intended to be illustrative. 1In this regard, specification

par agr aphs 0021 and 0022 nake it plain that the clains, as is
normal ly the case, are to be construed in a non-limting fashion
rather than being strictly limted to enbodi nents that were

illustrated in the specification. After all, during exam nation
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proceedi ngs, claimlanguage is given its broadest reasonable
interpretation consistent wwth the specification as it would have
been interpreted by one of ordinary skill in the art. See In re
G aves, 69 F.3d 1147, 1152, 36 USPQ2d 1697, 1701 (Fed. Gr.
1995) .
Further, appellants’ argunents to the effect that Shanshoum
defines the termiPP filmas requiring the mgjority of the
pol yol efin content thereof to be highly isotactic polyolefin at
colum 2, lines 30-35 thereof is not well taken. That portion of
t he di scl osure of Shanshoum nerely notes that the polyolefin
conposition that Shamshoumis referring to includes a highly
i sotactic polypropylene, as a majority thereof. Thus, those
argunments sinply mss the mark in appellants’ attenpt at
narrowi ng the scope of appellants’ claimlimtations. Wen a
claimdoes not recite allegedly distinguishable features,
“appellant[s] cannot rely on themto establish patentability.”
In re Self, 671 F.2d 1344, 1350-1351, 213 USPQ 1, 7 (CCPA 1982).
As for product claim71l, we note that claimis in a product-
by-process format and appellants argunents fair no better in
relation thereto. Wiile claim71 does not enploy the
transitional term “conprising”, the filmproduct made by a cast

process called for therein has not been shown to be limted to a
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filmthat includes sPP honopol ynmer as a primary conponent as
argued in the reply brief.

During prosecution of a patent application, the clains
therein are given the broadest reasonable interpretation
consistent with the specification, as we noted above. See

Cechter v. Davidson, 116 F.3d 1454, 1457, 1460 n.3, 43 USPQd

1030, 1032, 1035 n.3 (Fed. Cr. 1997); Inre Zletz, 893 F.2d 319,

321-22, 13 USPQ2d 1320, 1322 (Fed. Cr. 1989).

Mor eover, concerning appellants’ argunments as to that which
is knowmn in the art as to the contested claimlanguage, it is
well settled that counsel's unsupported argunents in the brief

are no substitute for objective evidence. |In re Pearson, 494

F.2d 1399, 1405, 181 USPQ 641, 646 (CCPA 1974).

It follows that we shall affirmthe exam ner’s anticipation
rejection of clainms 43, 44, 48, 52, 53, 56, 64 and 66-71 for the
reasons set forth above and in the answer.

8 103(a) Rejection

Concerning the examner’s 8 103(a) rejection of clainms 45-
47, 49-51, 54, 55, 57-63 and 65 over Shanshoum we note that
appel l ants do not argue agai nst the exam ner’s obvi ousness
determ nations with regard to these dependent cl ains other than

to make the sane argunments against this rejection as were nmade
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agai nst the examner’s anticipation rejection based on the
features of independent claim43. O course, we find those
argunent s unpersuasi ve for the reasons advanced above and in the
answer. Consequently, we shall also affirmthe exam ner’s

obvi ousness rejection of clains 45-47, 49-51, 54, 55, 57-63 and

65 over Shanshoum on this record.

CONCLUSI ON

The decision of the examner to reject clains 43, 44, 48,
52, 53, 56, 64 and 66-71 under 35 U.S.C. 8§ 102(b) as being
unpat ent abl e over Shanmshoum and to reject clains 45-47, 49-51,
54, 55, 57-63 and 65 under 35 U. S.C. §8 103(a) as being

unpat ent abl e over Shanshoumis affirned.
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No tinme period for taking any subsequent action in

connection wth this appeal

§ 1.136(a).

AFFI RVED

BRADLEY R GARRI S
Adm ni strative Patent Judge

CHUNG K. PAK
Adm ni strative Patent Judge

PETER F. KRATZ
Adm ni strative Patent Judge
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